01/22/2003 15:51 FAX 



•21007 


PATENT 
USSN 09/750,990 
674509-2028 


mrMARKS 


condition for appeal. 

e^uvaWs. No new matter is added ^ 4 „^ presented, are 

pa^y^ovc^topnorana^ c TOtedto , M Rented herein, 

to specification ana to «» » ° ri S im,,y preSenKi 

te Up.se activity or the en.ymehav.ns <i th s vaoer after the patent issues, - 

t^PTO and all who may read tins paper alter mt,p»v 
The Examiner, the PTO, and an . narrowing or to give rise to 

anvestappel. Inpartictta.thectamamendm™ t» * photochemistry 1*1731- 
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readmg upon "any random enzyme .itistelievea 

there can be some overlap among memoers "halogen" is 

* ♦ .oSted "haloaen" and "chloro"js acceptable, even mougn nai 6 
Markush group Hiat recited halogen a. 

generic to "cbloro". .. mflrgar ine" are two different classes 

0 ffood:ECCoancilRegulation2991/S4or 3 .-^^ 80 % but less than 90% as 

^ wn ich have a * content -k- «- OTam „ oi 

^pass ■•spreads" ^ vtov^; and spreads does*, P 

■ ■• ^"marearine" does not encompass "whipped cream or may 
•Taayoimaise;and maiganno oo ,i~ claims are amended to redte specific 

With respect to the second functional ingredient, the claims are 
second constituents. m ,ri„«afiKjdsnifEconiprisingan 

emalsifier, the process eonsisrrab « enzvme having esterase 

veranda— ^ 

nmctfonal ingredient » generated from th* ~ ^^^^ „dll* 

the enzyme to provide the foodstuff compnsmg the emulsifier, 

enzyme in an inactive or denatured form. independent claim 

independent claun 50 specifies that the second continent * sugar 
55 provides that the second constituent is maltodextrin. 
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Independent claim 56 calls to ^ 

seOT »l cogent «glyc«>- Clam 5*. *P g^tose. 

group J^m^M, ««J-.b«*g — 

djsfa: tprod«cts:(l)tlie«nuW=.»°*W ,n OIKervanve , antioxidant, A"™** 

a B ent, coloring agcnl, or viscoartytnodtfier, - • ~- to cnonaHngrcH 
•he second conjSsient. Accordingly, it iseamcs • 

teachings in the 

application (e.g., pages -5 ^ 

fictional mercdienf' is rejtcti(ms u, respectfully 

Accordingly, r-.cousidcratioa and «MO>d of*e SocUoa 


requested. 
ID. 


ea. 

Va „D™Ouwelandc.al.,U.S.Pa«ntNo.S,6«,80 2 . C ^ dauns 44-69 axe 

^-« 35 U,.C.p0 2( e,.aUe = ^ - ^p— -tUed 
6 ,„3,543. Bach oftnesereiecnons are ^^^^ Mfcren cc and 
comment* on each of these a*™*" are hereby mcorpo 
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_ _ *i_rM43 assigned to Daniscow^- tt,!HUa 

U.S. PatattNc 6,143,543. inventor on the 

More specifically, wuu* -w-vt of the disclosure of 

U.S.PatentNo.6,143,543. ^^^^^an would recognize thai this 

"glucose ohgomers, S mceU.b.r _ TJ s p^tNo. 6,143,543, and the inventor on 

That is the Declarants, the inventors onU.S. Patent JNO. , 

iaans>, uio ".rivreride oligomers in U.b. patent 

No 6 143,543 is an ohvious typographical error, the sKiiiea ^ 

«hot 1 *- a Rcque* fc _ wce . ae 

6 ,M3,543 to — LdCcopy 

oilers" to - . *— «■ - « _ by ^ence, wifco* »y 

TW^tatethattyr^grapr-cdeirorinMichelsenetai.aro j 

They state that t -^*J Declarants note that English is not their first 

deceptiveintent.lndeeo^inthisregard.tne^ a1 - nT durinethe_ reading of the 

application that matured into 6,143,543. 
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Furthermore, 35 U-S.C.§iuacjp^ another" filed in 

to invention was describe* in a paten, « an appnoa.cn fa paten, ^ ano«a«> 

^US.C .^a^Hep^appHcaUon, 

6 143,543 is not available as a reference 

T « o ♦ t ivio 6 143 543 is not "by another" as to the present application, 
as U.S. Patent No. 6,143,54* is noi y 

More .necificallv Declarants Birgit Michelsen, Ronald Peter De Vnes, Jacoo 

« . + vrv. £ i a*x <43 assigned to Damsco A/S and, co-invenior 

Mi^l^R^MPc'" De Vries, Jacob Visser, Join Borch See, Charlotte Horsmans Poutoen, | 
^-.^0^™^-^*^""* anotne, 


to JornBorch S0e. Patent No 6 143,543 relied upon 

TheDeclarmtsrurtherstate^ — — 

^^US.P^.o.^^.nc.^anc^-ana.O.nsno.— 
agau^tapresen, application »*ier 35 US.C. §102(e). 
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102 shall not preclude patentability... where the subject matters the ci 
102... shall noipreu y ^ Hv t ^ e same nersou or subject to an obligatton 

were, at the time the invention was made, owned by the same pers 

ofassignmeattothesameperson." ivation and the claimed invention of U.S. Patent 

The subject matter of the present application and the ctaime 

inesuojecinKu r a ^ ant i were owned by the same person, 

No. 6,143,543, at the time the inventions wore made, are and were owned oy 

DaniscoA/S. _ tt <; Patent No 6 143,543, and the inventor on the 

And. the Declarants, thenars onU S. , ^ ^ ^ 

^antappUcatior.a.totl^theclaimedinventionofU.S.Paten No.6,J 

. * tJrr. P<! these inventions were made, under an 

matter of the present application, were, at the times these mven 
ohli^ontoassignthemtomesarnepcrso^DaniscoA/S. 

"ordingTy, even if US. Patent No. 6,143,543 was avail** a g amst the present 

^can"^^ 

^ „„4i cn nt available against the present application. 

are respectfully requested. 

— — ^^^rT;^ 

"27^ is — - - - — — , and («, in,— or ~ e 

^^rS^--- — ~" 

55 provides that the second constituent is maltodextrm. 
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Independent claim 57 recites that me sew t^We And, 

ciaim » specifies *a« «. second co M «u». » — 
of p^tas, amino P^fe "T^ SBCMd ^Utucn, is s**° ta> *• 

^ or . .iiscussen *ove. Conta^S ( ^ ^ 

ilution 6 - L deposit ° f * ^SS^^^-*^ 

"all factual differences b J=J^ * t evahB te (he difference between the r < L t „ oe it we ll- 

companscm^fhtopnoj **r™£2S55S* »• claims B " , * b ? ^^l^^Sg^ vitality 
and ihe teachings of a reference , i.e., every poruv claimed mvcnuon and give meanm* « 
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and an enzyme, such as a Upas., und« ^ ^ ^ 

ftaction^thenaddedtofoodasa^vonngcompos^n. Ne^therthe y 

invention, for the /» preparation, i.e., the preparan ^ reoarhlg a foodstuff 

^ «.i i««*di«it There is no teaching or suggestion of 'preparing 
and second functional ingredient. There , 

. „ _ _ f 'Srtartivatine or denaturing me eiLtyi^ w ^ 
suitable for consumption or of 'inactivating o 

T j j van Tipn Ouweland does not disclose or suggwv "lo ^ 
asintheinstantinvention. Indeed, VanDenOuwei eeaera tic-n of the 

■ f ~* ^ntprifll as in the instant claims, nor trie generation i» 
ofthesecondconstituentinthefoodmatenalasinineim 

a- tftmn the second constituent, as in the present invention. 
Ouweland etal.ate respectfully requested. 

. 3 I7o f T <! P O 204 (P.OBA. 1973); mi v. tot* 

157 45 U SP-Q. 347 (C.C.PA. 1940); Ex parte Varga, 189 O.S.P-Q- 1* 
L lz. 187 F.2d 150, 83 U.S.P-Q. 478 (C-C.P.A. 1951). 
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-n«m.weland More specifically. Moore relates to dmiu ¥ 
presence of diglycerides, and a wood step wherein S y 

option* after addition of fatty -i* g ^ ta 

Clata 44 reia.es . ^ M a fct* acid ester and a 

process consisting essentially of (i) cemtactmg ^ 

ingredient is £ ener*«i fa. *e second consouienti .d 00 -~ ^ OTd fce enzv™e in 
^ „ provide the fbodWf combing *e emnlsfier, d. XV «* — 

an inactive or denatured form. ^dependent claim 

^dependentclainaSOspecmesthatthesecondcor^tuentisasugar. In ep 

SSprovidestbatthesecondconst.tuentisn.aUodex^ dd selected ^ 

dependent claim 56 calls for the second consent to be a hydros* 

andhydroxyacids^dxmxt^esthereof. Claun53,de P ^selected 

. • 1 ««i riaim 54 dependent on claim 50 provides tnai me s,u S *u 
second constituent is glycerol. Claim M.oep 

• tw«f sucrose fructose, glucose, lactose, and galactose, 
activity. The food material contains a fatty acid ester, and sec 
it^Ls not explicitly xecittd, but exclude elements tat ^ « v & 
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"process [is] for preparing * jw foodstuff' 3 

Moore relates to the preparation ot a mgiyc 

fnndstuff as defined 

COMPOSITION CONTAINING 1M H^l 

;™*ntion in that Moore is 

or suggest a process for preparing a w 

. m addition, atis noted that claims 54 ouldbefreeofth5s rejection- 

thus, claims 50 and 54-59 and the clams dependent fcereon d» 

_,- , ^redoes not teach or suggest the instant inventor, 
Accordingly, Moore does not t « Moore are 

Reconsideration and withdrawal of the Sectxon 102(b) reject* 

respectfonyre^uested. ^^^^W 


3 See infra, footnote J. 
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aMBsWrn ^iwyw of mhww^ 

sd i j ec,mat K r,^*ifl.ou«anyH=«ion.fc Kaan g a nye S U>ppc. a ,»«. 

generated by the enzyme from the fatty acia » 
(inactivating or denaturing thejenzyme to provide 

45. (Not Amended) i The process accordmg to clann 44 w 

ester comprises at least two est erigronps. ^ ^ 

. i46 . (NotAmended) ! The process according to claim <n 

ester ^ a triglyceride. „ frt 44 wherein the enzyme having 

sSS3S4 ^[ isseM =dftom* group co^oqteUpasc^ 

- ■ frrtm the eroun consisting of Aspergillus mger, an* y 

*rr - ^f^Ill , o-«. — » »«■*•* 


combinations thereof. 
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50. jAmcuiMA^ i f 

ggg^jecondconstitiieut; and 


emulsifierandthesecondfunct.oiaimgr 

51 (Not Amended) iUO t- 
constituent is hydrophihc. j ^ seCOfld constituent 

alcohob, [water,] emanoi, sugaw 

nurtures [and derivatives] thereof. ^ M ^em the second 

: 53 . (Not Amended) | The process accordmg to 

constitiient is glycerol. j Q wherein ^ [second 

.• ^ ~T ., , L ii iimLm -Til " fi " " """"Sag™" 5 — ~ 


• ^^^^^ 

• j ^, LJ 1 the enzw 1 *™ an inac ti ve lonnui 


^cid^^^ 
, [TheprocessaccordingtoclaimSZ] wherein tn 
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; i 

i * ^ t>iP m-ftcess r^ir mrisinft th e stepjsof 

^^iMM^smsSs^^^^ 

57 (Amended) AjiasasJiLHSEaEnEil!!^ 

' [The process according to claim 44j wner 

[sugar] alcohol. ^^arinR&fesggttff^ 10 f ° T c W slUgBti2n 

.58 (Amended) As^^^Smin&^^ 

^! . *iL *ott v acid ester aadaJ^coMlUG£fl211Si_-^ 


eg 


, J_ fflttv ac id ritrrfll" 4 a ftM>OTlA fuflg&gBaLiBS 1 

^^gd_b3Ltheer^yffle fr!? TTi flte fittY aC1 ^ 


• ' [The process according to claim <**j 


tate. 
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crackers and cookies. „„rfi„. to claim 60 wherein tie foodstuff te 

(NotArnended) ; The process according to chocolate and puddings, 

frozcii'dairypTDdactisselected&omta gro o tf> , • fi0 wheTei n the foodstuff is a 
/» The orocess according to claim ouwiici 

^^^.e^con^.-^ — ~ 
onjU. margarine, an* shortening [and spreads]. 
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* ■ i - . £(\ w herein the foodstuff is a fine 

ft (Amcuded) TheJ-to^ accord to do. 60 ,*» 


59* 


f • 


ill 


ill 

I I 
!!! 
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ill 
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